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REQUEST FOR CORRECTED OFFICIAL FILING RECEIPT 5> 

ATTN: Office of Initial Patent Examination P 
Filing Receipt Correction rn 
Commissioner for Patents O 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

We enclose a copy of the Official Filing Receipt for the above-identified application and 
request the following correction(s): 

Please correct the "Domestic Priority data as claimed by applicant" to read as follows: 

This application is a CIP of 10/608,536 06/30/2003 PEND 
which is a CON of 09/670,582 09/27/2000 ABN 
which is a CON of 09/037,758 03/10/1998 ABN 
which is a DIV of 08/578,709 12/28/1995 PAT 5,814,509 

Applicants made the proper benefit claim in the application by including reference to the 

prior applications in the first paragraph of the specification, as permitted under 

37 C.F.R. § 1.78(a)(2). 

However, as the direct parent application (10/608,536) was filed less than three months 
prior to the instant application, the serial number of the parent application was unavailable. 



REQUEST FOR CORRECTED OFFICIAL FILING RECEIPT Q77569 
U.S. Appln. No. 10/663,749 

However, applicants referred to the parent application by attorney docket number (Q76409) and 
filing date (June 30, 2003). As shown on the enclosed Official Filing Receipt for the parent 
application, the same docket number corresponds to U.S. application number 10/608,536. 

Applicants also note that the first paragraph of the specification contained an error in 
reference to the filing date of U.S. application number 09/037,758. While the first paragraph of 
the specification listed the filing date of this application as January 10, 1998, it was in fact filed 
March 10, 1998. 

Moreover, the first paragraph of the specification contained an error in the serial number 
of the first application in the series (08/578,709). While the first paragraph of the specification 
listed the serial number as 08/578,706, it was in fact 08/578,709. 

An amendment was filed in the instant application November 21, 2005, to correct these 
errors. A copy of the amendment is enclosed herewith, along with the date-stamped filing 
receipt. 

Finally, Applicants note that the Declaration and Power of Attorney filed in the instant 
application on December 19, 2003, included the same errors. Accordingly, Applicants submitted 
herewith a Substitute Declaration and Power of Attorney, executed by Applicants, showing the 
correct serial numbers and filing dates for each of the prior applications. 

In view of the above, Applicants respectfully request issuance of an updated and 
corrected Official Filing Receipt. 
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As a benefit claim (albeit, with errors) was made in the instant application within the time 

period set forth in 37 C.F.R. § 1.78(a)(2), no petition is believed to be required under 

37 C.F.R. § 1.78(a)(3). 
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CONFIRMATION NO. 5604 
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Date Mailed: 02/03/2004 



Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if 
appropriate). 

Applicants ) 

Tadashi Tanabe, Toyonaka-shi, JAPAN; 

Chieko Yokoyama, Suita-shi, JAPAN; _ 



Domestic Priority data as claimed by applicant 

Foreign Applications 

JAPAN 114316/1994 04/28/1994 s 

If Required, Foreign Filing License Granted: 11/26/2003 
Projected Publication Date: 05/13/2004 
Non-Publication Request: No 
Early Publication Request: No 



Title 

Antibodies specific to human prostacyclin synthase ^ 
Preliminary Class 



530 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 
1.53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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CONFIRMATION NO. 8239 
CORRECTED FILING RECEIPT 
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•OC00000001 6480737* 



Date Mailed: 07/08/2005 



Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450 
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If 
you received a "Notice to File Missing Parts" for this application, please submit any corrections to this 
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the 
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate). 



Applicant(s) 



Tadashi tanabe, Osaka, JAPAN; 



Power of Attorney: 

John Mion-1 8879 Peter Olexy-24513 

Donald Zinn Sr-19046 J OSHA-24625 

Robert Seas Jr-21 092 Louis Gubinsky-24835 

Robert Sloan-22775 Neil Siegel-25200 

Darryl Mexic-23063 Alan Kasper-25426 

Domestic Priority data as claimed by applicant 

This application is a CON of 09/670,582 09/27/2000 ABN 

which is a CON of 09/037,758 03/10/1998 ABN 

which is a DIV of 08/578,709 12/28/1995 PAT 5,814,509 

Foreign Applications 

JAPAN 1 1 431 6/1 994 04/28/1 994 

If Required, Foreign Filing License Granted: 10/20/2003 

The country code and number of your priority application, to be used for filing abroad under the Paris 
Convention, is US 10/608,536 



Projected Publication Date: Not Applicable 
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Non-Publication Request: No 
Early Publication Request: No 



Title 

Antibodies specific to human prostacyclin synthase 

Preliminary Class 
530 

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES 

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no 
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in 
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international 
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same 
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the 
filing of patent applications on the same invention in member countries, but does not result in a grant of "an 
international patent" and does not eliminate the need of applicants to file additional documents and fees in 
countries where patent protection is desired. 

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an 
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ 
in various respects from the patent law of the United States, applicants are advised to seek guidance from 
specific foreign countries to ensure that patent rights are not lost prematurely. 

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO 
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent 
application serves as a request for a foreign filing license. The application's filing receipt contains further 
information and guidance as to the status of applicant's license for foreign filing. 

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the 
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign 
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it 
can be viewed on the USPTO website at http7/www.uspto.gov/web/offices/pac/doc/general/index.html. 



LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



GRANTED 



The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 
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This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 
1 .53(d). This license is not retroactive. 



The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 



NOT GRANTED 



No license under 35 U.S.C. 184 has been granted at this time, if the phrase W IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 1 81 , the licensee may foreign file the application pursuant to 37 CFR 5.1 5(b). 
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PATENT APPLICATION 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of Docket No: Q77569 

TAN ABE, Tadashi et al. «^ < C^ 

Appln.No.: 10/663,749 \^ Group Art Unit: 1644 



Confirmation No.: 5604 ^ Examiner: Kim,Y. 

Filed: September 17, 2003 

For: ANTIBODIES SPECIFIC TO HUMAN PROSTACYCLIN SYNTHASE 

AMENDMENT UNDER 37 C.F.R. g 1.111 

MAIL STOP AMENDMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Office Action dated August 24, 2005, please amend the above- 
identified application as follows on the accompanying pages. 
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AMENDMENT UNDER 37 C.F.R. §1.111 Q77569 
U.S. Appln. No. 10/663,749 

AMENDMENTS TO THE SPECIFICATION 

Please replace paragraph no. [01] with the following amended paragraph: 

This application is a continuation-in-part application of USSN 10/608,536 ( attorn e y 
docket 0,76409) filed June 30, 2003, in turn a continuation of USSN 09/670,582 filed September 
27, 2000 (now abandoned), in turn a continuation of USSN 09/037,758, filed March J anuafv-10. 
1998 (now abandoned), in turn a divisional of USSN 08/578.709 0 8/57 8 .706 filed December 28, 
1995 (now U.S. Patent 5,814,509), 

Please delete pages 42-51 (Sequence Listing) of the application. 

Please renumber pages 52-54 (claims) as pages 42-44. 
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AMENDMENT UNDER 37 C.F.R. §1.111 Q77569 
U.S. Appln. No. 10/663,749 

AMENDMENTS TO THE CLAIMS 

This listing of claims will replace all prior versions and listings of claims in the 
application: 

LISTING OF CLAIMS: 

1.-12. (canceled). 

1 3 . (currently amended) An isolated or purified antibody that specifically binds an 
epitope consisting of residues 1-12 of SEO ID NO:18 sp e cific to human prostacyclin synthase 
produc e d by using, as an immunog e n, a polyp e ptide comprising an isolat e d or purified whol e or 
part having immunological activity of an amino acid s e quenc e of a human proctacyclin synthase 
substantially depicted in SEQ ID NO: 18 . 

14. (currently amended) The antibody according to claim 13, wherein said antibody 
which i s a monoclonal antibody. 

15. (currently amended) The antibody according to claim 14, wherein said antibody 
which is a purified IgG fraction. 

16. (currently amended) The antibody according to claim 13, wherein said antibody 
which i s a polyclonal antibbdy. 

17. (currently amended) TheAn antibody according to claim 13, wherein said 
antibody specifically binds to a t he-polvpeptide comprising said epitop e comprises an amino acid 
s e quenc e as d e picted in SEQ ID NO: 18 . 

18. (currently amended) The antibody according to claim 17, wherein said antibody 
which is a monoclonal antibody. 
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AMENDMENT UNDER 37 C.F.R. § 1.111 Q77569 
U.S. Appln. No. 10/663,749 

19. (currently amended) The antibody according to claim 18, wherein said antibody 
which is a purified IgG fraction. 

20. (currently amended) The antibody according to claim 17, wherein said antibody 
which is a polyclonal antibody. 

2 1 . (new) The antibody according to claim 13, wherein said antibody binds to human 
prostacyclin synthase and does not bind to bovine prostacyclin'synthase. 

22. (new) An isolated or purified antibody that specifically binds an epitope 
consisting of residues 1-12 of SEQ ID NO:18, said antibody produced using an immunogen 
comprising a polypeptide, wherein said polypeptide comprises residues 1-12 of SEQ ID NO:18. 

23. (new) The antibody of claim 22, wherein said polypeptide consists of residues 1- 
12ofSEQIDNO:18. 

24. (new) The antibody of claim 22, wherein said immunogen further comprises 
complete Freund's adjuvant or keyhole limpet hemocyanin. 

25. (new) A method for producing an antibody that specifically binds an epitope 
consisting of residues 1-12 of SEQ ID NO: 18, comprising; 

(a) administering an immunogen comprising a polypeptide to an animal, wherein 
said polypeptide comprises residues 1-12 of SEQ ID NO: 18, and 

(b) isolating an antibody from said animal of (a) that specifically binds an epitope 
consisting of residues 1-12 of SEQ ID NO:18. 

26. (new) The method according to claim 25, wherein said polypeptide consists of 
residues 1-12 of SEQ ID NO:18. 
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AMENDMENT UNDER 37 C.F.R. §1.111 Q77569 
U.S. Appln. No. 10/663,749 

27. (new) The method according to claim 25, wherein said immunogen further 
comprises complete Freund's adjuvant or keyhole limpet hemocyanin. 

28. (new) The method according to claim 25, wherein said antibody has the 
following properties (A) and (B): 

(A) specifically binds human prostacyclin synthase, and 

(B) does not bind bovine prostacyclin synthase. 

29. (new) The method according to claim 25, wherein said antibody specifically „ 
binds human prostacyclin synthase alone. 
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AMENDMENT UNDER 37 C.F.R. §1.111 
U.S. Appln. No. 10/663,749 



Q77569 



REMARKS 



Claims 1-20 are all the claims pending in the application; claims 1-12 have been 
withdrawn from consideration; claims 13-20 have been rejected. 

Upon entry of this amendment, claims 1-12 will be canceled, new claims 21-29 will be 
added, and claims 13-29 will be pending. 

New claims 21-29 are fully supported by the specification. Support for claim 21 may be 
found at paragraph [0176]. Support for claims 22-29 may be found, for example, in Example 7, 
beginning at page 37 of the specification. 

No new matter has been added. Entry of the Amendment is respectfully requested. 

L Information Disclosure Statement 

With the Office Action dated August 24, 2005, the Examiner returned copies of the 

document lists submitted with the Information Disclosure Statements (IDS) in this application on 

December 19, 2003, and April 4, 2005. 

As to the document list submitted April 4, 2005, the Examiner crossed through the 
Gryglewski et al. and Pereira et al. citations, acknowledging only the Weksler et al. citation. As 
to the document list submitted December 19, 2003, the Examiner only acknowledged 
consideration of the Ngo et al. document. 

At paragraph 3 of the Office Action, the Examiner states that none of the other references 
were provided. 

Applicants respectfully note that each of the documents cited on the document lists was 
either provided to the Examiner in one of the parent applications, or cited by the Examiner on a 
Form PTO 892 during prosecution of one of the parent applications. As set forth in 37 
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AMENDMENT UNDER 37 C.F.R. § 1.1 1 1 Q77569 
U.S. Appln. No. 10/663,749 

C.F.R. § 1.98(d), copies of documents provided in an earlier application do not need to be 
provided if the earlier application is cited in the IDS. Because the IDS filed in the pending 
application cited parent application number 10/608,536, which claims benefit of other 
applications in which the documents were first submitted, the Examiner is respectfully requested 
to obtain copies of the documents from the parent applications. 

Submitted herewith is a supplemental IDS, listing each of the documents that has not yet 
been acknowledged by the Examiner, as well as one additional document (Hara et al.) cited in 
parent application number 09/037,758 but mistakenly omitted from the document lists filed with 
the IDS in the pending application. 

Applicants respectfully request return of an initialed and signed copy of the document 
list, indicating the Examiner's consideration of each listed document. 

n. Priority 

In paragraph 4 of the Office Action, the Examiner states that Applicants' claim for 
domestic priority under 35 U.S.C. §1 19(e) is acknowledged. Applicants respectfully note that a 
claim for domestic priority under 35 U.S.C. §1 19(e) (i.e., to a prior filed U.S. provisional 
application) has not been made in the instant application. 

III. Specification 

At paragraph 5 of the Office Action, the Examiner notes that the first paragraph of the 
specification should be updated and corrected with regard to the priority application information. 

Included herewith is an amendment to the specification in the manner suggested by the 
Examiner. 
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AMENDMENT UNDER 37 C.F.R. §1.111 Q77569 
U.S. Appln. No. 10/663,749 

IV. Claim Rejections Under 35 U.S.C. §112 

A. At paragraph 7 of the Office Action, claims 13-20 are rejected under 

35 U.S.C. §112, second paragraph, as being indefinite. 

The Examiner states claims 13 and 17 are indefinite for the following reasons: (i) the 
phrase "immunological activity" in claim 13 is ambiguous and unclear, and the metes and 
bounds of the claimed "immunological activity" is not defined; (ii) the term "part" in claim 13 is 
not defined; (iii) the phrase "substantially depicted" in claim 13, and the term "depicted" in claim 
17, are ambiguous and unclear, and the metes and bounds of the claim limitation is not defined; 
and (iv) the phrase "part. . .of an amino acid sequence" recited in claim 13 is ambiguous as it may 
mean "a part of SEQ ID NO:2 as small as two amino acid residues." 

Include herewith is amendment to the claims such that each of the terms and phrases 
objected to by the Examiner has been canceled from the claims. 

In view of the amendment to the claims, the claims are definite as written. Accordingly, 
Applicants respectfully request reconsideration and withdrawal of this rejection. 

B. At paragraph 9 of the Office Action, claims 13-20 are rejected under 
35 U.S.C. § 1 12, first paragraph, as being non-enabled ? 

The Examiner states that while the specification is enabling for an antibody that 
specifically binds to a peptide consisting of SEQ ID NO: 18, it does not reasonably provide 
enablement for any antibody that binds "part" of SEQ ID NO: 18 as recited in claim 13, or any 
antibody that binds a peptide as "substantially depicted" in SEQ ID NO: 18. 
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AMENDMENT UNDER 37 C.F.R. §1.111 Q77569 
U.S. Appln. No. 10/663,749 

Included herewith is an amendment to the claims such that the claims do not recite 
antibodies that bind to a "part" of SEQ ID NO: 1 8 or antibodies that bind to a peptide as 
"substantially depicted" in SEQ ID NO: 18. 

In view of the amendment to the claims, the claims are fully enabled. Accordingly, 
Applicants respectfully request reconsideration arid withdrawal of this rejection. 

C. At paragraph 10 of the Office Action, claims 13-20 are rejected under 
35 U.S.C. §1 12, first paragraph, as failing to comply with the written description requirement. 

The Examiner states that while Applicants are in possession of an antibody that 
specifically binds to the peptide of SEQ ID NO: 18, they are not in possession of any antibody 
that binds to any polypeptide part, or any antibody that binds to any peptide as substantially 
depicted in SEQ ID NO: 1 8. 

As noted above, included herewith is an amendment to the claims such that the claims do 
not recite antibodies that bind to a <4 part" of SEQ ID NO: 18 or antibodies that bind to a peptide 
as "substantially depicted" in SEQ ID NO: 18. 

In view of the amendment to the claims, the claims have adequate written description 
support in the specification. Accordingly, Applicants respectfully request reconsideration and 
withdrawal of this rejection. 

V. Claim Rejections Under 35 U.S.C. §102 

At paragraph 12 of the Office Action, claims 13-15 and 17-19 are rejected under 

35 U.S.C. §102(b) as being anticipated by Weksler (1990). 

The Examiner states that Weksler teaches a monoclonal antibody to PGI 2 synthase. The 

Examiner notes that in view of the limitation in claim 13 that the antigen is as "substantially 
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AMENDMENT UNDER 37 C.F.R. § 1.111 Q77569 
U.S. Appln. No. 10/663,749 

depicted" in SEQ ED NO: 18, the antibodies of the claim are not limited to those that bind SEQ 
ID NO: 18, and the claim would encompass the antibodies of Weksler. 

As discussed above, included herewith is an amendment to the claims such that the 
claims no longer recite an antibody that binds to a peptide as "substantially depicted" in SEQ ID 
NO: 18. As Weksler does not teach an antibody that specifically binds to an epitope consisting of 
residues 1 - 1 2 of SEQ ID NO: 1 8, Weksler does not teach each and every element of the pending 
claims. Therefore, Weksler does not anticipate the claimed invention. 

Accordingly, Applicants respectfully request reconsideration and withdrawal of this 
rejection. 

VI. Claim Rejections Under 35 U.S.C. §103 

At paragraph 14 of the Office Action, claims 13-20 are rejected under 35 U.S.C. §103(a) 

as being unpatentable over Miyata et al. (1994) in view of Campbell (1984). 

The Examiner states that Miyata et al. discloses the sequence information of human 
prostacyclin synthase, but does not teach antibodies raised against the protein. The Examiner 
cites to Campbell as teaching the advantages of antibodies, their use in diagnosis and treatment, 
and the customary practice of making antibodies even without a clear objective for their 
application. The Examiner concludes that one of ordinary skill in the art would have been 
motivated to make antibodies for the purpose of diagnosis and treatment, with a reasonable 
expectation of success. 

In order for the Examiner to maintain a rejection under 35 U.S.C. §103, the Examiner 
must show (1) that the cited references teach each and every element of the claim, (2) that there 
is a suggestion or motivation in the cited references or the general knowledge of the art to 
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modify the references to make the claimed invention, and (3) that there is a reasonable 
expectation of success that the modification will yield the claimed subject matter. In re Vaeck, 
947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). See also MPEP §2142. 

Applicants respectfully assert that the Examiner has not established a prima facie 
showing of obviousness. 

First, the cited art does not teach each and every element of the claimed invention. In 
particular, there is no teaching in either Miyata or Campbell of an antibody that specifically 
binds to the peptide of SEQ ID NO: 18. That is, neither Miyata or Campbell teaches the 
particular species of peptide used by Applicants to produced antibodies (the 12 amino acid 
peptide of SEQ ID NO: 18). 

Second, there is no suggestion or motivation in either Miyata or Campbell to produce an 
antibody against the epitope formed by the peptide of SEQ ID NO: 18. While Miyata may teach 
human prostacyclin synthase, no where in this publication is a suggestion or motivation to raise 
an antibody against the particular epitope of SEQ ID NO: 18. InreDeuel 9 5l F.3d 1552,1557,34 
USPQ2d 1210, 1214 ("[A] prima facie case of unpatentability requires that the teachings of the 
prior art suggest the claimed compounds to a person of ordinary skill in the art." (emphasis in 
original)); In reLalu, 141 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Cir. 1984) ("The prior art 
must provide one of ordinary skill in the art the motivation to make the proposed molecular 
modifications needed to arrive at the claimed compound."). 

As stated in MPEP §2144.08(II)(A)(4), examiners must consider a number of factors 
when determining whether one of ordinary skill in the art would have been motivated to select 
the claimed species in view of a genus. These factors include the size of the genus. In this 
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regard, as the full-length polypeptide contains 500 amino acids, there are hundreds of different 
12 amino acid peptides that could be derived from the fiill-length polypeptide. There is nothing 
in the cited art to suggest or motivate the skilled artisan to select the 12 amino acid peptide of 
SEQ ID NO: 1 8 for use in the production of antibodies. 

Examiners must also consider the express teachings of the art. Applicants note that the 
Examiner has not identified any teaching of using the peptide of SEQ ID NO: 18 as the epitope 
against which antibodies may be raised. Neither is there any teaching of structurally similar 
peptides in the art that may be used in the production of antibodies that would motivate one of 
ordinary skill in the art to choose the peptide of SEQ ID NO: 18. 

Examiners also need to consider the predictability of the technology. While the skilled 
artisan may be able to produce antibodies to a given peptide, the binding specificity of the 
resulting antibody is not predictable for a particular antigen. As discussed in Example 7 (see 
paragraph 176) of the specification, the antibody raised against the 12 amino acid human peptide 
of SEQ ID NO: 18 is highly specific as it binds human prostacyclin synthase, but does not bind 
bovine PGIS. 

In view of these comments, Applicants respectfully contend that the neither Miyata nor 
Campbell, alone or in combination, teaches or suggests the claimed invention. Thus, as the 
Examiner has not established a prima facie case of obvious, Applicants request reconsideration 
and withdrawal of this rejection. 

VII. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
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Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 




SUGHRUE MION, PLLC Drew Hissong 

Telephone: (202) 293-7060 Registration No. 44,765 

Facsimile: (202)293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 



Date: November 21, 2005 
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Docket No.: 077569 

DECLARATION AND POWER OF ATTORNEY FOR PATENT 

APPLICATION (37 C.F.R. 1.63) 

#ffFfflK:&i*j3 «fc Um&W:(37 C.F.R. 1.63) 

Japanese Language Declaration 



I hereby declare that 



Each inventor's residence, mailing address, and citizenship are 
as stated below next to their name. 

I believe die inventors) named below to be the original and 
first inventors) of the subject matter which is claimed and for 
which a patent is sought on the invention entitled: 



ANTIBODIES SPECIFIC TO HUMAN PROSTACYCLIN 
IASE 



□ ±E*Wtt*HWR#**>«v^flPClHBBtfW##-'- 
(MMH» ) k L-C 

3ilfcfiK4ffi««:-&*. 37C.F.R. 1.56££fft$*lS 



Q the specification of which is attached hereto 
OR 

EE] was filed on September 17. 2003 . 

as United States Application Number or PCT 
International Application Number 10/663.749 
(Confirmation No. 5604) . 
and was amended on ... 

- (if applicable). - 

thereby state that I have reviewed and understand the contents 
of the above identified specification, including the claims, as 
amended by any amendment specifically referred to above. 

I acknowledge the duty to disclose information which is " 
material to patentability as defined in 37 C.F.R. 1.56, including 
for continuation-in-part application^), material information 
which became available between the filing date of the prior 

t application and the national or PCT international filing date of 

.•• the continuation-in-part application. 
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Japanese Language 

$AI±35 U.S.C. 119 (a) -(d) fcSvMi (f), 
*fctt365<b)IC»<5*OTr\ 38WS\ 
^lEft^TE^Bftgf, *fcli365(a)|;i«<5gr7*y# . 
«*H«#<0'>*< fct>l4rB*»JELfcTBPCTHIWU 
SI icov *T0#B<E3tett»ft4r ^ r £±361-5 k k i> K 



Declaration 

I hereby claim foreign priority benefits under 35 U.S.C. 1 19(a)- 
(d) or (f), or 365(b) of any foreign application(s) for patent, 
inventor's or plant breeder's rights certificate(s), or 365(a) of 
any PCT international application(s) which designated at least 
one country other than the United States of America, listed 
below and have also identified below, by checking the box, any 
foreign application^) for patent, inventor's or plant breeder's 
rights certificate(s), or any PCT international application(s) 
having a filing date before that of the application on which 
priority is claimed. 



Prior Foreign Application Numbers) 



114316/1994 



(Application Number) 
(UK**) 



JP 



(Country) 
<B«) 



April 28,1994 



(Filing Date) 
(ffliSH) 



Priority Claimed? 

ffi3fe1t^±3I ? 
Yes No 
#D ML 
El □ 



(Application Number) 
(UK**) 



(Country) 
(B«) 



»f^5U.S^.ll9(e)lcS-5#TIS^*Bffi ! r#^FWS^Brt 



(Filing Date) 
(US0) 

I hereby claim domestic priority under 35 U.S.C. 1 19(e) of any 
United States provisional application^) listed below. 



(Application Number) 
(US**) , 



(Filing Date) 
<H«0) 



(Application Number) 



(Filing Date) 



3HI435 U.'S.C. lZOkHJ^tTEJfcBWWWil, *5V*tt 

365 (c) fcS-S* #B*» JfrfS TBPCIB BaW**Itt«r 

£*S35 U.S.C. ii20*«l«)*lcaU6Sii5*ttHJ;D4fe 
fT*B*5V^r^BB«WW«^B***tT^ftV^W«j 
|Cfc^T37 CF.R. 1.56lH3£***l**WKO»fl#fc 

Prior U.S. or International Application Numbers) 
*tT*B*>5v^ttBRa«#* 

PCT/JP95/00838 04/27/1995 



(Application Number) 
(ffl®#^) 



(Filing Date) 
(W85f3) 



I hereby claim benefit under 35 U.S.C. 120 of any United States 
applications) or 365(c) of any PCT international application^) 
designating die United States, listed below and, insofar as the 
subject matter of each of the claims of this application is not 
disclosed in a listed prior United States or PCT international 
application in the manner provided by the first paragraph; of 
35U.S.C.112, I acknowledge' my duty to disclose any 
information material to the patentability of this application as 
defined in 37CRR..1.56 which . occurred between the filing 
date of the prior application and the national or PCT 
international filing date of this application: 



abandoned 

(Status: patented, pending, abandoned) 



08/578,709 



(Application Number) 



12/28/1995 



(Filing Date) 



JME*tt 18 u.s.c. 



patented 



(Status: patented, pending, abandoned) 

I hereby declare that all statements made herein of my own 
knowledge are true arid that all'statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
-statements and the like so ma de are punishable by fine or 
imprisonment, or both, under 18 U37C." 1001 and that such 
willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 



[Page 2 of 4] 



Japanese Language Declaration 



©ixtt : m±Tm<nxmmmm® (usrto) iks## 

(Dtt l-SStSt £ fto SUGHRUE 
KSEtt$ft3ffl*tt#«±f±Sughrue 

£U *»WUUifcKi:5i-^T©iI«*HUSPI0«» 



POWER OF ATTORNEY: I hereby appoint all attorneys of 
SUGHRUE MION, PLLC who are listed under the USPTO 
Customer Number shown below as my attorneys to prosecute 
this application and to transact all business in the United 
States Patent and Trademark Office connected therewith, 
recognizing that the specific attorneys listed under /that 
Customer Number may be changed from time to time at the 
sole discretion of Sughrue Mion, PLLC, and request that all 
correspondence about the application be addressed to the 
address riled under the same USPTO Customer Number, 



STATEMENT OF ACCURATE TRANSLATION IN 
ACCORDANCE WITH 37 C JFXL §1.69(b): 

The declaration and power of attorney is an accurate 
translation of the corresponding English language 
declaration and power of attorney. 



Signature 
Date 



WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 



OH J Of l?QQC\ 



SUGHRUE MION, PLLC 
(202)293 7060 



Direct Telephone Calls to: 

SUGHRUE MION, PLLC 
(202)293-7060 



NAME OF SOLE OR FIRST INVENTOR: 


Given Name (first and middle [if any]) 

£ («*»J:tH K**-<M*S1-*»*D TadasHi 


Family Name or Surname 

tt TANABB 


Inventor's signature ^ 7*—^— 


Date ^ 'J 


Residence: 

ttUf. Toyonaka-shi, Japan 


Citizenship 

SIS japan 


Mailing Address: - 

9$b9ti 18-13, Higashitoyonaka-cho 3-chome, Toyonaka-shi, Osaka 560-0003 Japan 


NAME OF SECOND INVENTOR: 


Given Name (first and middle [if any]) 


Family Name or Surname 

YOKOYAMA 


Inventor's signature ^ /'///> / 


Date ; 


Residence: ! 
ttBfl Itabashi-ku, Japan 


Citizenship 

Japan 


Mailing Address; 1 
W£9c\ 39-1-303, Nakajuku, Itabaahi-ku, Tokyo 173-0005 Japan 
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Supplemental Priority Data Sheet 



Additional prior foreign applications: 


Application Number(s) 


Country 


Filing Date 

turns 


Priority Claimed? / 
Yes No 










Additional provisional applications: 

mamumm 


Application Number(s) 


Filing Date 

mmu 






Additional U.S. or International applications: 


Application Number(s) 


Filing Date 

mm* 


Status: patented, pending, abandoned 
(ttffi : #?t7*£Sn GUI*, 


09/037,758 
09/670,582 
10/608,536 


03/10/1998 
09/27/2000 
06/30/2003 


abandoned 
abandoned 
pending 
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